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IN THE UNITED STATES PATENT AND TRADEMARK OFFICE
BEFORE THE TRADEMARK TRIAL AND APPEAL BOARD

In re Registration of

Registration No.

Registration Date

Mark

Cancellation No.

EL GROUP, LLC dlblaLotuff & Clegg

3,972,561.

November 9,2010

LOTUFF & CLEGG

92056574

FRANK CLEGG LEATHERWORKS, LLC,
Petitioner,

V.

EL GROUP, LLC dlbla LOTUFF & CLEGG,
Registrant.

REGISTRANT EL GROUP, LLC'S MOTION TO COMPEL ATTENDANCE OF
DEPOSITION WITNESSES

Registrant EL Group, LLC ("Registrant") respectfully moves the Board, pursuant to

TBMP 5523, to compel Petitioner Frank Clegg Leatherworks, LLC ("Petitione{'), to appear and

answer questions at duly noticed depositions. During the discovery period, Registrant noticed

and subpoenaed a Federal Rule of Civil Procedure 30(b)(6) of Petitioner and depositions of

Frank Clegg, a member of Petitioner, and Andrew Clegg, an apprentice of Petitioner. Prior to

the agreed upon dates for these depositions, Petitioner informed Registrant that it would not be

producing any witnesses for depositions. The witnesses did not appear on the dates of the

noticed depositions and have not appeared to date. Registrant therefore respectfully requests

that the Board issue an order compelling attendance of the deposition witresses.



FACTUAL BACKGROUND

Petitioner Frank Clegg Leatherworks, LLC ("Petitioner"), commenced this cancellation

proceeding on December 12,2012, when it filed a Petition for Cancellation before the Board.

(Docket No. 1.) On December 17,2012, fjr'le Board issued a case schedule, pursuant to which

discovery was set to close on August 24,2013. (Docket No. 2.) On August 23,2013, Petitioner

filed a Motion to Extend Discovery Period and Trial Dates. (Docket No. 7.) On November 29,

2013, the Board granted a 60-day extension of the discovery period and suspended proceedings

pending disposition of Petitioner's Motion for Summary ]udgment. (Docket No. 13.)

On February 26,20'1,4, the Board denied Petitioner's Motion for Summary ]udgmenf

provided Petitioner 20 days to file an amended petition for cancellation, and set forth a new

case schedule if Petitioner did so. (Docket No. 16.) Petitioner filed an amended petition on

March 13,201.,4. (Docket No. 17.) According to the Board's new case schedule, discovery closed

on April 28, 201.4, and Petitioner's 30-day testimony period ends on luly 27, 201.4. (Docket No.

16.) On March 27,2014, prior to the close of discovery, Registrant served Petitioner with a Rule

30(bX6) deposition notice and a subpoena duces tecum for Frank Clegg, who is listed as a witness

on Petitioner's pretrial disclosures as a member of Petitioner. (Duda Decl. T 2 & Exs. 1 & 2.) On

April '1.'1.,20-J.4, Registrant served a deposition notice on Andrew Clegg, who is listed as a

witress on Petitioner's pretrial disclosures as an apprentice of Petitioner, and Subpoenas to

Testify at a Deposition on Stuart Douglas, a third party who was identified in Petitioner's

pretrial disclosureq and Peter Flarriss, another third party who submitted a declaration in

support of Petitioner's Motion for Summary Judgment (Id. TT 3-4 & Ex. 3.) All of the



depositions were noticed and scheduled to occur prior to the April 28,2014 discovery deadline.

(rd. rT 5-6.)

On April 14,2014, Petitioner's counsel informed Registranf s counsel that, in light of an

action that had recently been filed in Massachusetts state court, Petitioner would be filing a

motion to suspend the proceedings before the Board and that it would not be making Frank

Clegg or any of the other wihresses available for depositions. (Duda Decl. T 7 &.8x.4.)

Registranfs counsel responded the following day, confirming that Frank Clegg would not be

appearing for his deposition and that Petitioner had directed the other duly noticed deposition

wiûresses not to attend their depositions. (Duda Decl. ï 8 & Ex. 5.) On April 15,20'l-4,

Petitioner filed a motion to suspend proceedings. (Docket No. 19.) On May 5,2014, Registrant

filed an opposition to the motion to suspend and a cross-motion to dismiss the cancellation

proceeding. (Docket No. 21.) The Board has not yet ruled on either Petitioner's motion to

suspend or the motion to dismiss. To date, however, Petitioner has not agreed to produce any

witnesses for depositions. (Duda Decl. { 9.)

Counsel for Registrant has made a good faith effort to resolve this discovery dispute

with counsel for Petitioner but the parties were unable to resolve their differences. (Duda Decl.

TT 10-11.)

il. ARGUMENT

A party may move to compel witnesses to attend a deposition when an opposingparry

fails to appear. See 37 C.F.R. $ 2.120(e); TBMP $ 523.01; S. Industries, Inc. v. Lamb-Weston, Inc..

45 U.S.P.Q.2d 1293 (TTAB 1997). Here, Registrant served deposition notices and subpoenas for

J



the Rule 30(b)(6) deposition of Petitioner and the depositions of Frank Clegg and Andrew

Clegg. Notices and subpoenas were served and deposition were scheduled to be taken before

the close of the discovery period, as required by TBMP S 403.02. Prior to the taking of any

deposition, however, Petitioner informed Registrant that it would not be producing any wiùress

for a deposition. To date, Petitioner has not produced any witresses for depositions.

The only basis that Petitioner provides for failing to produce witnesses is that it has filed

a motion to suspend proceedings. Petitioner's filing of a motion to suspend proceedings,

however, does not excuse its obligation to produce witnesses for duly noticed depositions.l The

Board has not yet ruled on its motion and, until it does, the scheduling order set forth in the

Board's February 26,20'J.4 order (Docket No. 16) is controlling. Registrant is mindful that it

must file a motion to compel before the commencement of the first testimony period (TBlvf S

523.03) and that failure to do so may waive its right to compel appearance (TBMP S 523.04).

Petitioner's 30-day testimony period opens on June 27,20'1.4. (Docket No. 16.) hr advance of

this motiory Registrant requested that Petitioner confirm whether it would produce wiüresses

for depositions. (Duda Decl. T[ L0.) Petitioner did not respond to Registranf s request. (Id.

ï 11.) As a resulf Registrant now seeks a court order compelling the appearance of witresses at

depositions in this proceeding.2

i Nor does the filing of this motion to compel excuse Petitioner's deposition obligations. See

TBMP $ 510.03(a) ("neither the filing of a motion to compel nor the Board's resulting suspension
. . . excuse[s] a party's appearance at any discovery deposition which had been duly noticed
prior to the filing of the motion to compel").

2 Registrant acknowledges Petitioner's representation that it will stipulate to the rescheduling of
the depositions if the Board denies it pending motion to suspend (Duda Decl. Ex. 4),but it is not



IV. CONCLUSION

Accordingly, Íor the reasons set forth above, Registrant El Group, LLÇ respectfully

requests that the Trademark Trial and Appeal Board grant Registranf s Motion to Compel

Attendance of Witresses at Depositions and order that a Fed. R. Civ. P. 30(bX6) deponent for

Petitioner, Frank Clegg, and Andrew Clegg appear for depositions at dates and times to be

determined by the parties.

EL GROUP, LLC,
By its Attomeys,

/s/ Iames C. Duda

James C. Duda, Esq.

BULKLEY, RICHARDSON AND GELINAS, LLP
1500 Main Street Suite 2700

Springfield, MA 01115

Tel.: (413) 781.-2820

Fax: (413) 272-6806
Dated: 1une25,2014 Email: iduda@bulkley.com

CERTIFICATION OF SERVICE

I hereby certify that a copy of the foregoing was served upon counsel for Petitioner by
First Class Mail, postage prepaid, on the 25th day o|þsne,201.4.

/s/James C. Duda

James C. Duda

7793970v7

aware of any rule that allows the parties to stipulate to the extension of the case schedule
without approval of the Board.



IN THE UNITED STATES PATENT AND TRADEMARK OFFICE
BEFORE THE TRADEMARK TRIAL AND APPEAL BOARD

In re Registration of

Registration No.

Registration Date

Mark

Cancellation No.

EL GROUÐ LLC dlbla Lotuff & Clegg

3,872,561

November 9,2010

LOruFF & CLEGG

92056574

FRANK CLEGG LEATHERWORK' LLC,
Petitioner,

V.

EL GROUÐ LLC dlbla LOTUFF & CLEGG,
Registrant.

DECLARATION OF IAMES C. DUDA IN SUPPORT OF REGISTRANT EL GROUP, LLC'S
MOTION TO COMPEL ATTENDANCE OF DEPOSITION WITNESSES

I,IAMES C. DUDA, hereby declare as follows:

1. I am a partner in the law firm of Bulkley, Richardson and Gelinas, LLP, attorneys

for Registrant El Group, LLC, in the above-captioned cancellation proceeding. I submit this

declaration in support of Registrant El Group, LLC's Motion to Compel Attendance of

Deposition Wifiresses.

2. On March 27,2014, Registrant served Petitioner with a Rule 30(b)(6) deposition

notice and a subpoena ducus tecum for Frank Clegg, who is listed as a witress on Petitioner's

pretrial disclosures a member of Petitioner. The deposition notice and subpoena are attached at

Exhibit 1 and Exhibit 2, respectively.



On April 11,2014, Registrant served a notice of deposition on Andrew Clegg,

who is listed as a witness on Petitioner's pretrial disclosures as ¿u1 apprentice of Petitioner. The

deposition notice is attached at Exhibit 3.

4. Also on April 11,2014, Registrant served Subpoenas to Testify at a Deposition on

Stuart Douglas, a third party who was identified in Petitioner's pretrial disclosures, and Peter

Flarriss, another third party who submitted a declaration in support of Petitioner's Motion for

Summary Judgment.

5. The parties conferred and agreed to particular dates and times on which the

various depositions would take place.

All of the noticed and subpoenaed depositions were scheduled to occur prior to

the close of the discovery period on April 28,20'J.4.

7. On April 14,2014,I received a letter from Petitioner's counsel informing me that

in light of an action that had recentþ been filed in Massachusetts state court, Petitioner would

be filing a motion to suspend the proceedings before the Board and that Petitioner will not "be

making Frank Clegg or any of the other witnesses that have been noticed or subpoenaed

available at this time." A copy of the April 1.4,201.41etter is attached at Exhibit 4.

8. On April 15,2014,I sent a letter to Petitioner's counsel in response confirming

that Petitioner would not be making Frank Clegg available for a deposition and that Petitioner

has directed the other witnesses not to attend their scheduled depositions. A copy of the April

15,2014letter is attached at Exhibit 5.



9. To date, Petitioner has not agreed to produce any wiüresses for depositions.

10. On ]une 23,20'1.4,I emailed Petitionels counsel and requested that Petitioner

confirm whether it would make witresses available for depositions,

11,. I received no response to my June 2O 2014 email.

Dated: June25,2014

/s/James C. Duda

]ames C. Duda

1798793
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IN THE UNITED STATES PATENT AND TRADEMARK OFFICE
BEFORE THE TRADEMARK TRIAL AND APPEAL BOARD

In re Registration of

Registration No.

Registration Date

Mark

Cancellation No.

EL GROUP, LLC d/b/a Lotuff& Clegg

3,872,561

November 9,2010

LOTUFF & CLEGG

92056s74

FRANK CLEGG LEATHERWORKS, LLC,
Petitioner,

v.
EL GROUP, LLC d/bIaLOTUFF & CLEcc,

Registrant.

NOTTCE OF RULE 30(BX6) DEPOSITTON OF PETTTTONER FRANK CLEGG
LEATHER\MORKS, LLC

TO: Steven M. V/einberg
Holmes Weinberg, PC
30765 Pacific Coast Highway, Suite 4l I
Malibu, California 90265
Attorneys for Petitioner Frank Clegg Leatherworks LLC

PLEASE TAKE NOTICE that commencing at 10:00 a.m. on April 17,2014, at the

offices of Bulkle¡ Richardson and Gelinas, LLP, 1500 Main Street, Suite 2700, Springfield, MA

01115, the Registrant, by its attorney, will take the deposition upon oral examination of the

Petitioner Frank Clegg Leatherworks, LLC. The matters on which the witness or witnesses for

the Defendant are being requested to testiff are set forth in Schedule A attached hereto. The

Defendant shall designate the person or persons most knowledgeable in the areas described in

Schedule A pursuant to Rule 30(bX6) of the Federal Rules of Civil Procedure before a Notary

Public, or some other officer authorized by law to administer oaths.

)
)
)
)
)



CERTIF'ICATION OF SERVICE

I hereby certiff that a eopy of the foregoing was served upon counsel for Petitioner by
First Class Mail, postqge prepaid, on the 27th day ofM

3



The oral examination will continue from day to day until completed. You are invited to

attend and cross-examine.

Dated: March 27,2014

1500 Main Street, Suite 2700
Springfield, MA 01115
Tel.: (413) 781-2820
Fax: (413) 272-6806
Email: jduda@bulkley.com

EL GROUP,LLC,
By its Attorneys,

, RICHARDSON AND GELINAS, LLP



SCHEDULE A

1. All allegations and claims set forth in the Petition for Cancellation of Petitioner
Frank Clegg Leatherworks LLC ("Petitioner") in the above-captioned matter ("Matter").

2. All allegations and claims set forth in Petitioner', e*.n¿.d Petition for
Cancellation in the Matter.

3. All documents that Petitioner asserts support its allegations and claims set forth in
Petitioner's Petition for Cancellation or its Amended Petition for Cancellation in the Matter.

4. The information set forth by Petitioner in its responses to Registrant El Group,
LLC d/bla Lotuff & Clegg's ("Registrant") First Set of Requests for the Production of
Documents and Things in the Matter and the documents produced by Petitioner in response
thereto.

5. The information and subject matter set forth by Petitioner in its responses to
Regiskant's First Set of Requests for Admissions in the Matter.

6. The information and allegations set forth by Petitioner in its responses and
supplernental responses to Registrant's First Set of Interrogatories in the Matter.

7. The subject matter of the testimony of Mr. Frank Clegg and Mr. Andrew Clegg
that Petitioner described in Category 1 of its Pretrial Disclosures and Supplemental Pretrial
Disclosures in the Matter.

8. The subject matter of the testimony of Mr. Stuart Douglas that Petitioner
described in Category I of its Supplønental Pretrial Disclosures in the Matter.

9. The documents Petitioner described in Category 3 of its Pretrial Disclosures and

Supplemental Pretrial Disclosures in the Matter.

10. The claims and assertions made by Petitioner in its Motion for Summary
Judgment, Declaration of Frank Clegg in Support of Petitioner's Motion for Summary Judgment,
Reply in Support of Petitioner's Motion for Summary Judgment, and Declaration of Frank Clegg
in Support of Petitioner's Reply in Support of Petitioner's Motion for Summary Judgment, in the

Matter.



CERTTFTCATTON OF SERVTCE

I hereby c€rtify that a copy of the foregoing was se,n¡ed upon counsel forPetitjoner by
First Clæs Mail," postage prepaid, on the 27th day of March, 2A14.



EXHIBIT 2



IN THE TINITED STATES PATENT AND TRADEMARK OFFICE
BEFORE THE TRADEMARK TRTAL AND APPEAL BOARD

In re Registration of

Registration No.

Registration Date

Mark

Cancellation No.

EL GROUP, LLC d/b/a Lotuff& Clegg

3,972,561

November 9,2010

LOTUFF & CLEGG

92056574

FRANK CLEGG LEATHERV/ORKS, LLC, )
Petitioner, )v.)

EL GROUP, LLC d/b/a LOTUFF & CLEcc, )
Registrant. ),,

SUBPOENA DUCES TECUM TO FRANK CTEGG PURSUANT TO FED. R. CIV. P.45

TO: Frank Clegg
c/o Steven M. Weinberg
Holmes Weinberg, PC
30765 Pacific Coast Highway, Suite 411
Malibu, California 90265
Attorneys for Petitioner Frank Clegg Leatherworks LLC

FRANK CLEGG IS HEREBY COMMANDED in the name of the United States District 
+ri
i:i:::i¡

Court for the District of Massachusetts in accordance with the provisions of Rule 30 and Rule 45 $t

of the Federal Rules of Civil Procedure to appear and testiff before a Notary Public of the

Commonwealth, or before some other officer authorized by law to administer oaths, at the

offices of Bulkley, Richardson and Gelinas, 1500 Main Street, Springfield, Massachusetts 0l115

at 1:00 p.m. on Apnl17,20T4, and to testiff as to your knowledge, at the taking of the

deposition in the above-entitled action.



The oral examination will continue from day to day until completed. You are invited to

attend and cross-examine.

EL GROUP,LLC,
Bvi

es C. Duda, Esq.

Dated: March 27,2014

BULKLEY, RICHARDSON AND GELINAS, LLP
1500 Main Street, Suite 2700
Springfield, MA 0l l t5
Tel.: (413) 78t-2820
Fax: (413) 272-6806
Email: jduda@bulkley.com



EXHIBIT 3



IN THE UNITED STATES PATENT AND TRADEMARK OFFICE
BEFORE THE TRADEMARK TRIAL AND APPEAL BOARD

In re Registration of

Registration No.

Registration Date

Mark

Cancellation No.

EL GROUP,LLC d/b/a Lotuff & Clegg

3,872,561

November 9,2010

LOTUFF & CLEGG

92056574

Petitioner,
v.)

EL GROUP,LLC cllb/a LOTUFF & CLEcc, )
Registrant. )

)

NOTICE OF DBPOSITION OF ANDRE\ry CLEGG

TO: Steven M. Weinberg
Holmes Weinberg, PC
30765 Pacific Coast Highway, Suite 411
Malibu, Califomia 90265
Attomeys for Petitioner Frank Clegg Leatherworks LLC

PLEASE TAKE NOTICE that on Apnl24,2074 al l0:00 a.m., the Registrant, by its

attomey, will take the deposition upon oral examination of Andrew Clegg, pursuant to Federal

Rule of Civil Procedure 30(a) and the Trademark Trial and Appeal Board Manual of Procedure

SS 404 et seq., before a Notary Public, or some other officer authorized by law to administer

oaths, at the offices of Bulkle¡ Richardson and Gelinas,LLP,1500 Main Street, Suite 2700,

Springfield, MA 01115.



The oral examination will continue from day to day until completed. You are invited to

attend and cross-examine.

EL GROUP, LLC,

C. Duda, Esq.
BULKLEY, RICHARDSON AND GELINAS, LLP

Dated: April 11,2074

1500 Main Street, Suite 2700
Springfield, MA 011i5
Tel.: (413) 781-2820
Fax: (413) 272-6806

Email: jduda@b'ulkley.com

CBRTIFICATION OF S.ERVICE

I hereby certify that a copy of the foregoing was served upon counsel for Petitioner by
First Class Mail, postage prepaid, on the l ltl'day of Ap$

1744741v1



EXHIBIT 4



30765 Pacific Coast Hwy
Suite 41 1

Malibu, CA 90265
www.holme sweinberg. com

Michael J. Salvatore
ms alu ato re @tolm.e sw einb e r g. co m
t:310.457.6100
1310.457.9555

April 74,2OI4

Sent uia. USPS Priorítu Mail and Email

James C. Duda, Esq.
BULKLEY, RICHARDSON AND GELINAS, LLP
1500 Main Street, Suite 27OO
Springfield, MA 01115
iduda.@bulklev.com

Re: Frank Clegg Leathenvorks LLC v. El Group, LLC, Cancellation No.
92056574

Dear James,

Our firm just became aware of a Massachusetts Superior Court lawsuit that was
filed by El Group, LLC and Joseph Lotuff against Frank Clegg Leatherworks LLC, et
ø2., Docket No. BRCV2O74-O354C.

In light of the filing of this lawsuit, which includes a Lanham Act claim in which all
of the issues in this cancellation proceeding will be decided, as well as the costs
attendant to the lawsuit and the need to avoid duplication of efforts and costs, we
plan to file a motion to stay this TTAB proceeding. We of course prefer that your
client consent to the stay. Please let us know by Noon tomorrow if your client will
consent to the stay; if not, we will file the motion.

Given the foregoing, as well as our client's desire to avoid the duplication of costs
and time away from its business, and the likelihood that the TTAB will grant the
stay, we will avoid the time and expense attendant to the scheduled depositions in
this cancellation proceeding. Accordingly, we will not be taking Joe Lotuffls
deposition on April 18, nor will we be making Frank Clegg or any of the other
witnesses that have been noticed or subpoenaed available at this time. Should the
TTAB not grant the motion, we will stipulate to rescheduling the depositions for a
later date.

We look forward to your response by Noon tomorrow.

Sincerely yours,

ilryÅÍ
Michael J. Salvatore

ll0rMi$ f/flilBER0,P[

Cc: Steven M. Weinberg



EXHIBIT 5



ffi Burrrpy
RrcuennsoNT

James C. Duda, Partner
direct: 4!3-272-6284

jduda@ bulkley.com

April15,2014

VIA ELECTRONIC AND 1.' CLASS MAIL

Michael J. Salvatore, Esq,

Holmes Weinberg, PC
30765 Pacific Coast Highway, Suite 4L1

Malibu, CA 90265

RE: Frønk CleggLesthenao*s LLC zt. EL Group, LLC; No. 92056574
Petitioner's Intent to Move to Stay Proceedings

Dear Mr. Salvatore:

We have reviewed your letter of yesterday, April 1,4,201,4, stating your intent to file a

motion to stay the above captioned proceeding, pending before the Trademark Trial and
Appeal Board. We clo not agree with either the analysis or observations presented in your
letter, ancl we decline to consent at this time to your anticipated motion.

We also understand from your letter that the Petitioner, Frank Clegg, will not apPear
for his deposition that we have scheduled, with your prior agreement, for this Friday, April
18, and that you are cancelling the deposition of Joseph Lotuff that you had scheduled for
Tlrursday, April17. lVe further understand that you will be directing the three third party
witnesses - Peter Flarriss, Andrew Clegg, and Sfuart Douglas -- upon whom we have served

deposition subpoenas to not appear for their depositions as we have scheduled and as stated

in their respective subpoenas. We request that you confirm as soon as possible that each of
these witnesses will not, in fact, be appearing for their depositions as scheduled. We
understancl that you are taking these actions because of a proceeding that was initiated
against Frank Clegg and other parties in Massachusetts Superior Court in whictu you believe,
all of the issues in the cancellation proceeding will be decided.

Respondent will consent to the withdrawal with prejudice of Petitioner's Amended
Petition for Cancellation in the Frank Clegg l-entherworks LLC a. EL Group, LLC matter.

JCDlcmv

BULKLEY, RICHARDSON AND GELINAS, LLP, AttoTneys at Law
27CC, 3.O. Box 15507, Springfield, tlA 01115-55O7 phont: 4'i'.-781-28?A:¡:' 4L3-272-6806 www.bulkley.com1500 Main Strect, Suite


